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REMAftKS 

This Amendment is submitted in rtsponse to the Office Action dated December 1 9, 2004. In 
the Office Action. thePatentOfficeissuedanon-statntory double pateniingrejection on the ground 

of non-siatuiory obviousness type double patenting over claims 1-8 of co-pending Application No. 
10/680,807. The Patent Office also rejected Claim 9 and Claim 10 under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to pumcalarly point out and distinctly claim the subjeci 
matter which appUcant regards as the invention. Moreover, the Patent Office rejected Claims 1,3-4. 
7, 9-14 and 18 under 35 U.S.C. §102(e) as being anticipated by Sinclmr. Jr. (US, Patem No.: 
6.520.986). Moreover, the Patent Office rejected Claims 2. 5. 6. 8 and 15-17 under 35 U.S.C. 
§ 103(a) as being unpatentable over Sinclair. Jr. 

By the present amendment. AppUcant submits herewith a tenninal disclaimer to overcome 
the non-statutory obviousness type double patenting, and amends Claims 1, 9, 1 1, 13. 14 and 18. 
Additionally. Applicant has cancelled claim 1 0. Applicant submits that tite terminal disclaimer and 
the amendments overcome the double patenting rejection, the objection to ihe claims and the 
rejection to the claims by the Patent Office. 

The Patem Office rejected Claims 1-8 on the grounds of non-statutory obviousncss-type 
double patenting asbeing unpatentable over Claims 1-8 of co-pending Application No.: 10/680.807. 
The Patent Office states that "although the conflicting claims are not identical, they arc not 
pateniably distinct from each other because the instant claims fiiUy encompass those of Application 
10/680,807. The Patent Office states that a tintely filed terminal disclaimer in compliance with 37 
CFR §l.32Uc) or 1.321(d) may be used to overcome an provisional rejection based on a non- 
statuiory double patenting ground. Applicant submits herewith a terminal disclaimer in accordance 
with 37 CFR §l.32Uc) to overcome the double patenting rejection. Applicant respectfully submits 
that the terminal disclaimer comply witb37C.F.R.§1.321(c). and the rejeciionhas been overcome 

Notice if> that effect is requested. 

Moreover, the Patent Office rejected Claim 9 and Claim 10 under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter wlucb appUcant regards as the invention. More specifically, the Patent Office ulkges that 
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Clairas 9 and 1 0 are awkwardly worded, and it is not clear how Claim 1 0 ftmht:r limits Claim 9. la 
response to the rejection, applicant has amended Claim 9 to more particularly point om and disimcily 
claim the subject matter of the invention. More speciCcally. Claim 9 now reads ^insertmg a object 
on top of the cigar tobacco paper and using said object to assist in rolling the tobacco paper to result 
m said paper being inrolled form, said objection functioning to hold the sh^pe of the tobacco paper 
in said rolled form'\ Applicant respectfoUy submits that the rejection under 35 U.s;C. § 1 12 

overcome. Notice to tliat effect is requested. 

The Patent Office rejected Clauns 1,3-4. 7. 9-14 and 18 under 35 U.S.C. §l02(b) as 
being anticipated by Sinclair, Jr. The Patent Office alleges that Sinclair, Jr. teaches all that is 
recited in the claims, (see entire documem and figures) Applicant submits that the amendments 
to Claim 1 and Claim 9 overcome iherejeciion for the reasons that follow. Moreover. Applicant 
lespecifuUy submits thai the Sinclair patem teaches a very different apparatus and process than 
the preseni inveniion. 

Sincluir Jr, teaches a tobacco product that is formed by rolling moistened tobacco leaves 
■ about a cylindrical fonn casitig and allowing the leaves to dry to form; a shell. Afte^ 
is removed, a consumer can fill the shell with crushed lobacco leaves of a favorite blend. The fomt 
casing Is formed from a rigid material m a form of a cylinder. The casing is packaged wxth the cgar 
shell for shipmem to the consumer.Anoiher important element taught by Sinclair Jr. is that iheshell 

is created, and the operator allows the shell to remain wrapped around the form casing until dry. 
Cutting through the wall ofthe shell witbashaip knife orarazorihenmakestheslii.(SeeColumn 3, 

Imes 5-8). This slit is also referred to in the claims as a longitudinal edge. The longimdinal edge 
portions are moved apwt to open the bore. (See Claim I ofthe '986 patent) 

AmendedClaim 1 of the presem invention requires a product for wrappmg and packagmg 

8 cigar paper. The product comprises a cigar tobacco paper and an object used to keep the 

tobacco paper in a slu^e. 

Moreover, amended Claim 1 requires an enveloping means wherein said enveloping 
means encloses the tobacco paper and further wherein the enveloping means protecu said cigar 
tobacco paper during transit to the end consumer whereby the end consumer may unwrap the 
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enveloping means and die agar tobacco paper, discard the enveloping means and uiihzc the 
tobacco paper with tobacco filler. 

Additionally, amended Claim 1 requires a container means for packaging d»e cigar 

tobacco paper for sending same to the consumer. 

Similarly. Amended Claim 9 requires a method for packaging a cigar tobacco paper to be 
used by a consumer, the method comprising ibe steps of: providing a cigar tobacco paper to be 
used by the consumer to fill >vith tobacco filler, providing an object for placement on top of the 
ci^ur tobacco paper and using said object to assist m rolling the tobacco paper lo result in suid 
paper being m rolled fomi, said objeciion functioning lo hold the shape of the tobacco paper m 
said roUed form; and providing an enveloping means to enclose the tobacco paper 

Sinclmr Jr. does not reach or suggest a enveloping means wherein §aid enveloping means 
encloses the tobacco paper and fimher wherein the enveloping means protects said cigar tobacco 
paper during transit to the end consumer whereby the end consumer may unwrap the enveloping 
means and the cigar tobacco paper, discard the enveloping means and utilize the tobacco paper 
with tobacco filler- 

On the contrary. Sinclair Jr me«.ly utilizes a casing system that is enclosed wifllin the 
lobacco paper. Moreover, as illustrated in the Figures and the specification of the '986 patent. 
Sinclair requires thai the tobacco be rolled, dned and a subsequent slit or longitudinal openmg be 
cut into the tobacco before it is shipped to the end consumer. The present invention wraps the 
tobacco paper into a pluraUty of layers, wherein the end user would unwrap the tobacco paper 
and the envaoping means at the same time, discard the enveloping means and utilize the tobacco 

paper Sinclair Jr. does not teach or suggest any of these elements as required by Claim I and 
Claim 9. Additionally Claim 9 requires inserting a object on top of the cigar tobacco paper and 
using said object to assist in rolUng the tobacco paper to result in said paper be^ng in rolled form, 
said objection fimctioning to hold the shape of the tobacco paper in said rolled fomi; and 
providing an enveloping means to enclose the tobacco paper. 

Again S^nclairJr. does not teach or suggest a wrapped form and/or an enveloping means 
being used to inclose the tobacco paper. As illustrated in the '986 patent. Sinclair Jr. encloses the 
casing within the tobacco paper for distribution to a consumer. 
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Under 35 U.S.C. § 1 02(b), anticipation requires that u single reference disclose each and every 
element of Applicant's claimed invention AkzoN. V. v. US. Iniemational Trade Commission. 808 
F.2d 1471, 1479, 1 USPQ 2d 1241, 1245 (Fed. Cir 1986). 

Moreover, amiciparion is not shown even if the differences between the claims and the 
reference arc "insubstanUal" and one skilled in the an could supply ilte missing elements, S(n,anre 
Rubber Products Co. v. Park Rubber Co , 749 F.2d. 707. 716, 223 USFQ 1264. 1270 (Fed. Cir. 
1P84). 

to view of the foregoing remarks and amendmems, the rejection of Claims 1 . 3 -4, 7. 9- 1 4 and 
1 8 under 35 U.S.C. §l02(b) as bemg anticipated by Sinc lair. Jr. have been overcome and should be 
withdrawn. Notice to that effect is requested. 

As to the rejection of Claims 2, 5-6. 8 and 15-17 under 35 U.S.C. §i03(a) ^ bciug 
unpatentable over Sinclair. Jr.. Applicant respectfully asserts that these claims are fiirther believed 
allowable a^^x Sinclair, Jr. for the same reasons set fonh with respect to independent Claims 1 and 
9, since each sets fonh additional novel steps of Applicant's Cigar Tobacco Paper and method for 
packaging the same. Moreover, AppUcani respectfully assens that the amendmenisioClairos 1 and9 

further distinguishes the present invention from the prior an references. 

Sinclair Jr. _ teaches a tobacco product that is formed by rolling moistened tobacco leaves 
about acyUndrical foiin casing and ailowmg the. leaves to diy to form a shell. After the form casing 
is removed, a consumer can fill the sheU with crashed tobacco leaves of a favorite blend. The fonn 
casing is formed from a rigid material in a form of a cylinder. The casing is packaged with the cigar 
shell for shipment to the consumer.Another important elementtaughtbySinclair Jr. is that the shell 

is created, and the operator allows the shell to remain wrapped around the form casmg until dry. 
Cuttingthrough the wallofihe shell witbashaip knife orarazor then makes the sUi. (See Columns, 

lines 5.8). This slit is also referred to in the claims as a longimdinal edge. The longitudinal edge 
portions are moved apart to open the bore. (See Claim I of the '986 patent) 

Sinclair. Jr taken singly, does not teach or suggest a the apparatus or method disclosed 
by the applicant. More specifically, Sinclair. Jr. does not teach or suggest an enveloping means 
wherein said enveloping means encloses the tobacco paper and further wherein the enveloping 
means protects said cigar tobacco paper during uansit to the end consumer whereby the end 
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consumer may unwrap the enveloping means and the cigar tobacco paper. dUcard the envelopmg 

means and utilize the tobacco p^er with tobacco filler as required by Claim 1. 

Fiaiher,thePatentOmcepiovided no teaching as to why one having ordinary skill in the art 

would have bein led to modify Sinclair. Jr. to create Applicant's invention. Since the Patent Office 
failed to establish z prima facir case of obviousness. AppUcant beheves that the rejection ofClaims 
13 and 14 under 35 U,S.C. §103(a) should be withdrawn. Notice to that effect is requested. 

it IS submined that the question under §103 is whether the totality of the an would 
collectively suggest the claimed invemion to one of ordinary skill in this an. JamJmifin. 461 F.2d 

1387. 1 74 USPQ 1 14 (CCPA 1972), 

That elements, even distmguishing elements, are disclosed in the an is alone insufSciem. It 
is common to find elements somewhere m the an. Moreover, most .f not all elements perfonn their 
ordained and expected funcrions. The lesi is whether the invention as a whole, m light of the 
teachmg of the reference, v^ould have been obvious to one of ordinary skill in the an ai the time the 
^nvenuon wasmade. ron^Hl v S.ars Koehuck^Co-. 722 F.2d 1542. 220 USPQ 193 (Fed. Cir. 
1983). 

It is insufficiem that the an disclosed components of Applicants' invention. A teaching, 
suggestion, or incentive must exist to make the combination made by Applicants, imsssflnnect 
p|.n.^n.rom.vFeil, 774 F.2d 1 132. 1 143. 227 USPQ 543. 551 (Fed. Cir. 1988). 

in view of the foregoing remaiks and amendments, the rejection ofClaims 2. 5^6. 8 and 1 5- 
17 under 35 U.S.C. §l03(a) as being unpatentable over Sinclair. Jr, has been overcome and should 

be withdrawn. Notice to that effect is requested. 

- aaams^-8dependfromClamil;andClaimsU-l8dependfromClaim9. Tlieseclaimsare 

funher believed allowable over S^cla.. Jr. for the same reasons set fonh with respect to 
independem Claims 1 and 9 since each sets fonh additional novel components and steps of 
Applicant's cigar tobacco paper and method for packaging the same. 

T?<»ii iiest For Allowance , 
in View of ftwgoiasremart.,. AB,llo»««spcc.fal.y .ubn>i« to »U of ,)« ci».ms mUie 
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ouistanding issues wipam. Applicani urges the Paicni OIBc«; w telephone Applicant's aiioinfiy so 
thai the same may be xesojved and the appiication expedited to issue. Applicani requests the Patent 
Office to indicate all claims as allowable and to pass the application to issue. 
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